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DETAILED ACTION 

Response to Amendment 

This action is in response to the Applicant's preliminary amendment filed on 
September 23, 2005. New claims 16-23 have been added. Claims 1-23 are pending. 

Election/Restrictions 

I. Claims 1-6 and 8-23, drawn to a method and system for designing a 
promotion product that selects a filler to be inserted into a bottle, classified 
in class 705, subclass 26. 

II. Claim 7, drawn to a system for ordering a container that generates and 
records order history and order status, classified in class 705, subclass 
26. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as a method and system for designing a promotion product that selects a filler to be 
inserted into a bottle and does not require generating and recording order history and 
order status as required in invention I. See MPEP § 806.05(d). 
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Because these inventions are independent or distinct for the reasons given 
above and the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

During a telephone conversation with Attorney Ezra Sutton on January 4, 2007 a 
provisional election was made without traverse to prosecute the invention of Group I 
(claims 1-6 and 8-23). Affirmation of this election must be made by applicant in replying 
to this Office action. Claim 7 is withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Objections 

Claim 1 is objected to because of the following informalities: This claim recites 
"A system on the... "(emphasis added). However, the examiner notes that the body of 
the claim is directed to steps of a method. Furthermore, claims 2 and 3 are dependent 
on claim 1 and directed to a "method". Therefore, it appears that there is a 
typographical error in claim 1 . This claim should be directed to a "method" and not a 
"system". For this reason, the examiner will treat claim 1 as a method claim. 
Appropriate correction is required. 

Specification 

The preliminary amendment filed September 23, 2005 is objected to under 35 
U.S.C. 132(a) because it introduces new matter into the disclosure. 35 U.S.C. 132(a) 
states that no amendment shall introduce new matter into the disclosure of the 
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invention. The added material which is not supported by the original disclosure is as 
follows: The original specification (filed on March 16, 2004) does not provide written 
support for the term "simulated". 

Applicant, is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-6 and 8-23 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The term "simulated" lacks written description support in the original 
specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 and 8-23 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 
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Regarding claims 2, 6, 9, 10, 13, 20, and 21 , the phrase "and the like" renders 
the claim(s) indefinite because the claim(s) include(s) elements not actually disclosed 
(those encompassed by "and the like"), thereby rendering the scope of the claim(s) 
unascertainable. See MPEP § 21 73.05(d). 

Referring to claims 1-6 and 8-23, the phrase "simulated prescription bottle" and 
"simulated prescription label" renders the claim indefinite. It is unclear to the examiner 
how a "simulated prescription bottle" differs from any other bottle and how a "simulated 
prescription label" differs from any other label. For examination purposes, the examiner 
will assume these phrases refer to any type of bottle and any type of label. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 and 8-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Grasso (US 6,857,211 B2) in view of Bryant (GB 2342203 A) and 
further in view of Henson (US 6,167,383). 

Referring to claim 1 : Grasso discloses a method for designing a product in the 
form of a simulated prescription bottle containing a promotional message (col. 2, lines 9- 
16), the method comprising: 
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• preparing a simulated prescription label containing thereon a customized 
promotional message for promoting a product (col. 2, lines 9-30; Figure 1 A 
andlB); 

• attaching said simulated prescription label onto a simulated prescription 
bottle for promoting said product (col. 2, lines 31-43). 

Grasso does not teach selecting a filler to be inserted into said simulated prescription 
bottle. However, Bryant discloses a drug packaging method that selects a drug (i.e. 
filler) to be packaged (i.e. inserted) into a container (Abstract). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Bryant into the invention of Grasso. One of ordinary skill in 
the art would have been motivated to do so in order to fill the pharmaceutical container 
of Grasso. The cited prior art does not teach ordering said simulated prescription bottle, 
message, and said filler over the Internet. However, Henson discloses a method of 
ordering a configured product over the Internet (Abstract). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Henson into the cited prior art. One of ordinary skill in the 
art would have been motivated to do so in order to increase sales volume by harnessing 
the power of the Internet. 

Referring to claim 2 : The cited prior art teaches or suggests all the limitations of 
claim 1 as noted above. Furthermore, Grasso teaches that the product selected for 
promotion on the label is a wine product (col. 2, lines 25-30). 
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Referring to claim 3 : The cited prior art teaches or suggests all the limitations of 
claim 1 as noted above. Furthermore, Bryant teaches filler selected for inserting into 
the package (i.e. container) is a drug (Abstract). Therefore it would have been obvious 
to one of ordinary skill in the art, at the time the invention was made, to incorporate the 
teachings of Bryant into the cited prior art. One of ordinary skill in the art would have 
been motivated to do so in order to fill the pharmaceutical container of Grasso. 

Referring to claims 4 and 5 : Grasso discloses a method for designing a product 
in the form of a simulated prescription bottle containing a promotional message (col. 2, 
lines 9-16), the method comprising: 

• preparing a simulated prescription label containing thereon a customized 
promotional message for promoting a product (col. 2, lines 9-30; Figure 1A 
andlB); 

• attaching said simulated prescription label onto a simulated prescription 
bottle for promoting said product (col. 2, lines 31 -43). 

Grasso does not teach selecting a filler to be inserted into said simulated prescription 
bottle. However, Bryant discloses a drug packaging method that selects a drug (i.e. 

r 

filler) to be packaged (i.e. inserted) into a container (Abstract). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Bryant into the invention of Grasso. One of ordinary skill in 
the art would have been motivated to do so in order to fill the pharmaceutical container 
of Grasso. The cited prior art does not teach ordering said simulated prescription bottle, 
message, and said filler over the Internet. However, Henson discloses a method of 
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ordering a configured product over the Internet (Abstract). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Henson into the cited prior art. One of ordinary skill in the 
art would have been motivated to do so in order to increase sales volume by harnessing 
the power of the Internet. The cited prior art does not teach that the message is an 
emotional message for expressing an emotion. However, the Examiner notes that this 
limitation is not functionally involved in the steps of the recited method. Therefore this 
limitation is deemed to be nonfunctional descriptive material. The steps of the method 
would be the same regardless of the message printed on the label. The differences 
between the content of the Applicant's message and the prior art are merely subjective. 
Thus this nonfunctional descriptive material will not distinguish the claimed invention 
from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 
USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. 
Cir. 1994) also see MPEP 21 06. Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to place any content in the 
message of the cited prior art because such information does not functionally relate to 
the steps of the claimed method and because the subjective interpretation of 
information does not patentably distinguish the claimed invention. 

Referring to claims 6. 10. 13. 18. and 21 : Claims 6, 10, 13, 18, and 21 are 
rejected under the same rationale as set forth above in claim 3. 

Referring to claims 8. 14. and 19 : Claims 8, 14, and 19 are rejected under the 
same rationale as set forth above in claim 1 . 
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Referring to claim 9 : Claim 9 is rejected under the same rationale as set forth 
above in claim 2. 

Referring to claims 11. 15. 16. 20. 22. and 23 : Claims 11, 15, 16, 20, 22, and 23 
are rejected under the same rationale as set forth above in claim 4. 

Referring to claims 12 and 17 : Claims 12 and 17 are rejected under the same 
rationale as set forth above in claim 5. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (571)-272- 
6758. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571)-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Naeem Haq, Primary Examiner 
Art Unit 3625 



January 4, 2007 



